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DETAILED ACTION 
Response to Arguments 

• Claim Objections 

The objection of claims 1 , 14, 21 , 22 and 32 has been withdrawn in view of the 
amendment. 

• Claim Rejections - 35 USC § 1 01 

The rejection of claims 1-21 under 35 U.S.C. § 101 has been withdrawn in view of the 
amendment. 

• Claim Rejections - 35 USC $ 1 12 

Applicants' arguments with respect to the rejection of claims 1, 14, 17 and 21 under 35 
U.S.C. § 1 12, first paragraph have been fully considered but they are not persuasive. 

(1 ) Applicants directed the examiner to Col. 7 Lines 39-67 as the description of the 
rejected limitation automatically providing information indicative of another portion of received data to each 
responding one of service providers as recited in claims 1,14 and 21. However, the description of 
Col. 7 Lines 39-67 does not illustrate automatically providing information indicative of another portion of 
received data to each responding one of service providers. Therefore, the rejection of claims 1 , 14 and 21 
under 35 U.S.C. § 1 12, first paragraph, is sustained. 

Applicants directed the examiner to Col. 7 Lines 1-19 as the description of the rejected 
limitation after a given time period, said application selectively automatically makes at least a portion of said 
stored information available to each of said service providers based upon said stored information as recited in 
claim 17. However, the description of Col. 7 Lines 39-67 does not illustrate after a given time 

period, said application selectively automatically makes at least a portion of said stored information available to 
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each of said service providers based upon said stored information. Therefore, the rejection of Claim 17 
under 35 U.S.C. § 1 12, first paragraph, is sustained. 

• Claim Rejections - 35 USC $ 102 and 103 

(1) Applicants' arguments with respect to the rejection of claims 1,14 and 22 under 
35 U.S.C. § 102 and 103 have been considered but they are not persuasive. 

As argued by applicants at Page 10 Lines 21-29: 

Neither Walker nor Sutcliffe discloses notifying potential clients of suitable service providers, 
receiving an indication of one or more selected service providers chosen from among the suitable 
service providers, and automatically generating and transmitting an electronic mail message to the 
selected service providers. Accordingly, applicants submit that claims 1, 14 and 22 are patentable over 
Walker and Sutcliffe - taken either alone or in combination - on at least this basis. 

Further, since dependent claims inherit the limitations of their respective base claims, applicants 
believes that dependent claims 2-13, 15-20 and 23-34 are patentable over Walker and Sutcliffe for at 
least the same reasons discussed in connection with claims 1, 14, 21 and 22. 

Examiner respectfully disagrees. 

As shown in FIG. 15, box 1540, and disclosed by Walker at Col. 25 Lines 53-58, after 
selecting a number of expert at step 1540, the user is prompted for request and payment and 
request and payment is entered. The prompted request and payment after selecting a number 

Of expert as taught by Walker indicates an indication of one or more selected service providers is 
received and selected providers being selected from among\he displaying Of a list of expert ID as said 

one or more suitable providers. As further disclosed by Walker at Col. 26 Lines 6-7 and Col. 21 Lines 
14-26, the central controller 200 generates a price, which is attached to the requested and 
transmits to the qualifying experts by email. As seen, the qualifying experts are selected experts 
at step 1540, and the process of transmitting email to the selected experts by central controller 



Application/Control Number: 10/645,450 Page 4 

Art Unit: 2168 

200 as taught by Walker indicates the Step Of automatically generating and transmitting an electronic mail 
message to the selected service providers. 

The dependent claims 2-13, 15-20 and 23-34 are unpatentable over Walker and Sutcliffe 
for at least the same reasons as discussed above. 

(2) Applicants' arguments with respect to the rejection of claim 21 under 35 U.S.C. § 
102 and 103 from Page 10 Lines 30 to Page 1 1 Line 6 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Objections 

Claims 1 , 1 4 and 22 are objected to because of the following informalities: said one or more 
suitable providers at lines 15-16 and 19 of claim 1, lines 28, 31-32 of claim 14, lines 14 and 17 of 

Claim 22 (" said one or more suitable professional services providers" is respectfully suggested). 

Appropriate correction is required. 

Claim 21 is objected to because of the following informalities: said identified one or more 
service providers at lines 31 and 35-36 and said responding one of said service providers at line 38 ("said 
identified one or more suitable professional services providers" and 11 said responding one of said identified one or 
more suitable professional service providers" are respectfully suggested). Appropriate correction is 
required. 

Duplicate Claims, Warning 

Applicant is advised that should claim 1 be found allowable, claim 22 will be objected to 
under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an application 
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are duplicates or else are so close in content that they both cover the same thing, despite a 
slight difference in wording, it is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 14, 17 and 21 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

As in claims 1,14 and 21 , the claimed automatically providing information indicative of another 
portion of received data to each responding one of service providers were not described in the specification 
in such a way as to enable one skilled in the art to which it pertains to make and/or use the 
invention. In short, data entry devices are hardware, and hardware cannot be included in an 
electronic document, e.g., HTML document. 

As in claim 17, the claimed after a given time period, said application selectively automatically 
makes at least a portion of said stored information available to each of said service providers based upon said 
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stored information was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains to make and/or use the invention. 

Claim 21 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of 
the claimed invention. 

As in Claim 21 , the claimed limitation, application periodically generates and transmits via said 
computer network an electronic mail message to said identified one or more service providers, at lines 28-31 
was not described in the specification. As in the Remark at Page 1 1 Lines 1-7, applicants 
directed the examiner to Col. 3 Line 1 to Col. 4 Line 21 of the Specification as the description of 
the amended features. However, the email message as described from Col. 3 Line 1 to Col. 4 
Line 21 was not periodically generated and transmitted. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 14 and 22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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As in Claims 1 and 14, the claimed limitation, said responding one of said service providers, at 
lines 28-29 of claim 1 and line 42 of claim14, references to other items in the daim. It is unclear 
what item is being referenced. 

As in Claim 22, the Claimed limitation, said responding one of said professional services providers 
at lines 28-29, references to other items in the claim. It is unclear what item is being referenced. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claim 1-11, 13-18, 20, 22-32 and 34 are rejected under 35 U.S.C. 102(e) as 
anticipated by Walker et al. [USP 5,862,223]. 



Regarding Claims 1 and 22, Walker teaches a computerized method for matching potential 
clients with professional services providers which meet their personalized criteria and are interested in providing 
particular services to them (Walker, Abstract), the method comprising the steps of: 

presenting a first electronic document to potential clients via a computer network (Walker, Col. 25, 
Lines 20-30); 
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receiving data entered by said potential clients using said first electronic document, received data being 
indicative of criteria (Walker, Col. 25 Lines 30-34); 

automatically comparing received data to data stored in a storage medium to identify one or more 
suitable prof essional services providers based upon criteria (Walker, Col. 25 Lines 35-40); 

notifying said potential clients of said one or more suitable providers (Walker, Col. 25 Lines 40-43, 
a list of expert ID along with an option to see specific expert qualifications as well as pricing for 
the expert is displayed. The displaying of a list of expert ID along with an option indicates the 

Step Of notifying said potential clients of said one or more suitable providers)] 

receiving an indication of one or more selected service providers, said selected providers being selected 
from among said one or more suitable providers (FIG. 15, box 1540, Col. 25 Lines 53-58, after 
selecting a number of expert at step 1540, the user is prompted for request and payment and 
request and payment is entered. The prompted request and payment after selecting a number 

Of expert as taught by Walker indicates an indication of one or more selected service providers is 

received and selected providers being selected from among ihe displaying of a list of expert ID as said 

one or more suitable providers) ] 

automatically generating and transmitting an electronic mail message to said one or more selected 
service providers via said computer network, said electronic mail message including information indicative of a 
portion of received data (Walker, Col. 21, Lines 12-26, Col. 7, Lines 47-53); and 

receiving a response from at least one responding one of one or more identified service providers 
(Walker, Col. 21, Lines 35-36), and 

automatically providing information indicative of another portion of received data to each responding 
one of service providers (Walker, Col. 21, Lines 35-37, Col. 7, Lines 53-57). 
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Regarding Claim 14, Walker teaches a system for matching potential clients with professional 
services providers which meet their personalized criteria and are interested in providing particular services to 
them (Walker, Abstract). The Walker system comprising: 

at least one server being communicable via a computer network (Walker, FIG. 2, Col. 13, Lines 30- 

34); 

an application executed by said at least one server (Walker, FIG. 6, Col. 16, Line 62-Col. 20, Line 

27); . 

a storage medium accessible by both said application and server (Walker, FIG. 2, Col. 14, Lines 
14-24); and, 

a plurality of suitable microprocessor based devices being communicable with said at least one server via 
said computer network (Walker, Col. 16, Lines 1-26); 

wherein, said application is responsive to requests received by said at least one server from at least one 
of said suitable microprocessor based devices to present at least one electronic document to said microprocessor 
based devices via said computer network (Walker, Col. 25, Lines 20-30); 

wherein, said server receives data entered using said at least one electronic document, said received data 
being indicative of said criteria (Walker, Col. 25 Lines 30-34); 

wherein said application automatically compares said received data to service provider data stored in 
said storage medium to identify one or more suitable professional services providers (Walker, Col. 25 Lines 
35-40); 

wherein said application notified said potential clients of said one or more suitable providers (Walker, 
Col. 25 Lines 40-43, a list of expert ID along with an option to see specific expert qualifications 
as well as pricing for the expert is displayed. The displaying of a list of expert ID along with an 

option indicates the Step Of notifying said potential clients of said one or more suitable providers)] 

wherein said application receives an indication of one or more selected service providers, said selected 
providers being selected from among said one or more suitable providers (FIG. 15, box 1540, Col. 25 Lines 
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53-58, after selecting a number of expert at step 1540, the user is prompted for request and 
payment and request and payment is entered. The prompted request and payment after 
selecting a number of expert as taught by Walker indicates an indication of one or more selected 

service providers is received and selected providers being selected from among the displaying Of a list Of 
expert ID as said one or more suitable providers)] 

wherein said application automatically generates and transmits via said computer network an electronic 
mail message to said one or more selected service providers, said electronic mail message including information 
indicative of a portion of said received data (Walker, Col. 21, Lines 12-26, Col. 7, Lines 47-53); and, 

wherein when said server receives a response from at least one responding one of said one or more 
selected service providers (Walker, Col. 21, Lines 35-36), said 

application automatically provides information indicative of another portion of said received data to said 
responding one of said service providers via said computer network (Walker, Col. 21, Lines 35-37, Col. 7, 
Lines 53-57). 

Regarding claims 2 and 23, Walker teaches all the claim subject matters as discussed 
above with respect to claims 1 and 22, Walker further discloses an electronic document includes 
Hypertext Markup Language (HTML) information (Walker, Col. 25, Lines 20-52). 

Regarding claims 3 and 24, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 2 and 23, Walker further discloses computerized network 
includes a global interconnection of computers and computer networks (Walker, Col. 13, Lines 9-61). 

Regarding claims 4, 20 and 25, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 3, 14 and 24, and the description of Col. 25, Lines 20-52 
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implies received data was entered using a commercially available browser software package (either Internet 
Explorer or Netscape is used for browsing). 

Regarding claims 5 and 26, teaches all of the claimed subject matter as discussed 
above with respect to claims 1 and 22, Walker further discloses the step of checking received data 
to confirm it is in a proper format (Walker, Col. 1 9, Lines 25-28). 

Regarding claims 6 and 27, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 1 and 22, Walker further discloses the step of storing data 
indicative of plurality of service providers on storage medium (Walker, Col. 14, Lines 25-41). 

Regarding claims 7 and 28, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 1 and 22, Walker method further comprising the step of 
automatically storing received data on storage medium (Walker, Col. 19, Lines 1-3). 

Regarding claims 8, 1 8 and 29, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 7, 14 and 28, Walker further discloses received data 
includes information indicative of information selected from the group consisting of a service provider size, a 
service provider specialty, a location of services to be provided, an estimated budget for services to be provided 
and a general description of services to be provided (Walker, Col. 1 7, Lines 1 3-35). 

Regarding claims 9 and 30, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 8 and 29, the Walker method further comprising 
assigning a unique identifier to each of received data (Walker, Col. 17, Lines 7-12). 
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Regarding claims 10 and 31, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 9 and 30, Walker further discloses received data and unique 

number are stored in a record (Walker, Col. 1 7, Lines 7-1 2). 

Regarding claims 1 1 and 32, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 1 0 and 31 , Walker further discloses unique number is 
included in electronic message (Walker, Col. 18, Lines 54-60). 

Regarding claims 13, 15 and 34, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 1, 14 and 22, Walker further discloses professional services 
are legal services (Walker, Col. 19, Lines 29-45). 

Regarding claim 16, Walker teaches all the claim subject matters as discussed above 
with respect to Claim 14, Walker further discloses a portion of said stored data is not accessible to said 
service providers (Walker, FIG. 25, Col. 31, Lines 1-23). 

Regarding claim 17, Walker teaches all the claim subject matters as discussed above 
with respect to claim 14, but does not explicitly teach the claimed wherein after a given time period, 
said application selectively automatically makes at least a portion of said stored information available to each of 
said service providers based upon said stored information. However, a user request can be put on a 
bulletin board (Walker, Col. 18, Lines 43-44), user's request is stored in a database (Walker, 
Col. 19, Lines 10-12), and a user has to resubmit a request within a given time period if there is 
no acceptance (Walker, Col. 21, Lines 31-35). Therefore, it would have been obvious for one of 
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ordinary skill in the art at the time the invention was made to modify the Walker technique by 
making the stored request available using the bulletin board in order to look for an expert. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 

claims was commonly owned at the time any inventions covered therein were made absent any 

evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 

the inventor and invention dates of each claim that was not commonly owned at the time a later 

invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 

and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 12, 19, 21 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Walker et al. [USP 5,862,223] in view of Sutcliffe et al. [USP 6,052,1 22]. 

Regarding Claim 21 , Walker teaches a system for matching potential clients with professional 
services providers which meet their personalized criteria and are interested in providing particular legal services to 

them. The Walker system comprising: 
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at least one server being communicable via a computer network (Walker, FIG. 2, Col. 13, Lines 30- 

34) ; 

an application executed by said at least one server (Walker, FIG. 6, Col. 16, Line 62-Col. 20, Line 

27); 

a storage medium accessible by both said application and server (Walker, FIG. 2, Col. 14, Lines 
14-24); and, 

a plurality of suitable microprocessor based devices being communicable with said at least one server via 
said computer network (Walker, Col. 16, Lines 1-26); 

wherein, said application is responsive to requests received by said at least one server from at least one 
of said suitable microprocessor based devices to present at least one electronic document to said microprocessor 
based devices via said computer network (Walker, Col. 17 Lines 1-12 and Col. 18 Lines 43-46); 

wherein, said server receives data entered using said at least one electronic document and stores said 
data in said storage medium, said received data being indicative of said criteria (Walker, FIG. 6, Col. 17, 
Lines 13-35 and Col. 19 Lines 1-3); 

wherein said application compares said received data to service provider data stored in said storage 
medium to identify one or more suitable professional services providers (Walker, Col. 20, Lines 28-49); 

wherein said application generates and transmits via said computer network an electronic mail message 
to said identified one or more service providers, said electronic mail message including information indicative of 
a portion of said received data (Walker, Col. 21, Lines 12-37, Col. 7, Lines 47-53); and, 

wherein when said server receives a response from at least one responding one of said one or more 
identified service providers (Walker, Col. 21, Lines 35-36), said 

application automatically provides information indicative of another portion of said received data to said 
responding one of said service providers via said computer network (Walker, Col. 21, Lines 35-37, Col. 7, 
Lines 53-57). 
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Walker does not teach the steps comparing data and generating/transmitting email 
message are processed periodically. 

Sutcliffe teaches a method for searching information (Sutcliffe, Abstract). Sutcliffe further 
discloses the comparing is performed periodically (Sutcliffe, Col. 8 Lines 2-5). 

As disclosed by Walker at Col. 20 Lines 34-49 and Col. 21 Lines 12-26, after a list of 
experts is generated, an email request is sent to each qualified experts. Thus, by modifying the 
Walker searching by scheduling the search as taught by Sutcliffe, the email message is 
periodically generated and transmitted to a new found expert. 

It would have been obvious for one of ordinary skill in the art at the time the invention 
was made to modify the Walker searching technique by scheduling the search as taught by 
Sutcliffe, and by implementing the search periodically, the email is periodically generated and 
transmitted to a new found expert in order to match an updated expert with a user request. 

Regarding claims 12, 19 and 33, Walker teaches all of the claimed subject matter as 
discussed above with respect to claims 1,14 and 22, but fails to teach the step of comparing 
comprises periodically querying said storage medium. 

Sutcliffe teaches the technique Of periodically querying said storage medium (Sutcliffe, Col. 8, 
Lines 2-5). 

It would have been obvious for one of ordinary skill in the art at the time the invention 
was made to search the database periodically as taught by Sutcliffe in order to match a user 
with an updated expert. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to HUNG Q. PHAM whose telephone number is 571-272-4040. The 
examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, TIM T. VO can be reached on 571-272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

C 

Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
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would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

HUNG Q PHAM 
Examiner 
Art Unit 2168 

March 20, 2007 



